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Office Action Summary 



Application No. 

09/245,101 



Examiner 

William Bangachon 



Applicant(s) 

KRAML, MARK H. 



Art Unit 

2635 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 03 July 2003 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 7-57 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 1-57 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)^ The drawing{s) filed on 29 January 1999 & 17 January 2003 is/are: a)n accepted or b)^ objected to by the 
Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1 )□ The proposed drawing correction filed on is: a)n approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAll b)n Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 



1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1,1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 7/3/03 
has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-57 have been considered but are 
moot in view of the new ground(s) of rejection. 



3. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character "150" has been used to designate both "a target device" 
and "a computer-controlled target device" {amendment, page 12, lines 1618} (i.e. 
not all target devices are computer controlled devices). A proposed drawing correction 
or corrected drawings are required in reply to the Office action to avoid abandonment of 
the application. The objection to the drawings will not be held in abeyance. 



Drawings 
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Claim Rejections - 35 USC §112 



4. Claims 1-57 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Independent claims 1, 28 and 55 recites the functional limitation "wherein each 
specific command causes said remotely located computer-controlled device to 
perform at least two actions" (analogous to sending a paging message to turn on the 
thermostat and set the temperature to 72 degrees {amendment, page 16, lines 7-8}), is 
not supported in the disclosure as originally filed. This feature was introduced in paper 
7. However, the original disclosure does not teach or suggest such features. 



5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



6. The factual inquiries set forth in Graham v, John Deere Co., 383 U.S. 1, 148 
USPQ459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 



Claim Rejections - 35 USC § 103 



Application/Control Number: 09/245,101 Page 4 

Art Unit: 2635 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 1-1 1 and 28-37 are rejected under 35 U.S.C. 103(a) as obvious over US 
5,608,655 (Moughanni et al) in view of US 4.214,229 (Warner). 

In claim 1, Moughanni et al teach of a system (10) for operation of a remotely 
located computer-controlled (20) device (50) {see whole document} comprising, 

receiver means (12) for receiving at least one paging messages {col. 1, lines 48- 
62; col. 3, lines 42-55}, said receiver means being co-located with said remotely located 
computer-controlled (20) device (50) as shown in figure 1. 

means for comparing content data of said at least one paging messages to a set 
of allowed commands (28) {col. 4, lines 42-67}; and 
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means for sending a specific command to said remotely located device, said 
specific command being determined based on a match found between said received 
paging message contents and one of said allowed commands (34) {col. 5, lines 1-54}. 

Although Moughanni et al suggests additional function bits may be added to 
identify different types of commands within a command signal {Moughanni et al, col. 6, 
lines 14-19}, Moughanni et al does not disclose expressly "each specific command 
causes said remotely located computer-controlled device to perform at least two 
actions" (amendment, page 16, lines 7-9). Warner, in the same field of endeavor 
(remote controllers) teach of "a remote control device adapted to operate on a 
single remotely transmitted standardized command signal of a specific duration 
having a frequency within a predetermined frequency band, to actuate one or 
more control functions at the receiver" {Warner, abstract}. This is analogous to the 
claimed "each specific command causes said remotely located computer- 
controlled device to perform at least two actions". Further, Warner suggests that 
"commands for a multiplicity of functions can be accomplished using a single command 
eliminates time consuming procedures" {col. 2, lines 14-17}. Clearly, this is beneficial in 
the system of Moughanni et al. Therefore, at the time of the invention, it would have 
been obvious to one of ordinary skill in the art to have a remote controlled device 
wherein "each specific command causes said remotely located computer- 
controlled device to perform at least two actions" in the system of Moughanni et al, 
as taught by Warner, because "commands for a multiplicity of functions accomplished 
using a single command eliminates time consuming procedures". 
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In claim 2, the system (10) of claim 1 , further comprising buffer means (24 or 30) 
for receiving said at least one paging message from said receiver means {col. 4, lines 
33-43}. 

In claims 3 and 4, said means for sending (34) further comprises command 
generation means (36) for constructing said specific command to be forwarded to said 
remotely located computer-controlled (20) device {col. 5, lines 46-54}. 

In claims 5 and 6, said specific command is a trigger signal {col. 5, lines 55-col. 
6, line 20}. 

In claims 7 and 8, said specific command is a command string as shown in figure 
4 {col. 4, lines 28-33}. 

In claims 9 and 10, said message contents includes more than one of said 
allowed commands {col. 4, lines 54-67; col, 5, lines 50-53; col. 6, lines 15-18}. 

Claims 28-37 recites a method of using the system of claims 1-10 and therefore 
rejected for the same reasons. 
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9. Claims 11-27 and 38-57 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 5.608,655 (Moughanni et a!) and US 4,214,229 (Warner), and 
further in view of US 5,588.038 (Snyder). 

In claims 11,21 and 23, Moughanni et al does not disclose a response means for 
sending a response paging message/indication of the status of said remotely located 
device. However, these claim limitations are conventional in paging systems, as 
evidenced by Snyder, and would have been obvious in the system of Moughanni et al, 
to one of ordinary skill in the art. 

Snyder, in the same field of endeavor (remote control using paging devices), 
teach of a response means/transceiver (202) for sending a response paging message 
{see whole document}. This feature is beneficial because the owner of the controlled 
device can be provided with the status of the controlled device for personal use or that 
can be relayed to law enforcement agencies {Snyder, col. 2, lines 43-50; col. 10, lines 
48-67}. Furthermore, the two-way pager (202) "can be used to send signals that are 
responsive to sensing various conditions and that request an action by the owner" {col. 

10, lines 64-67}. Obviously, this feature is implementable and beneficial in the system 
of Moughanni et al to one of ordinary skill in the art. Therefore, at the time of the 
invention, it would have been obvious to one of ordinary skill in the art, to have a 
response means for sending a response paging message in the system of Moughanni 
et al, as claimed in claim 11, because the owner of the controlled device can be 
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provided with the status of the controlled device (50) for personal use or that can be 
relayed to law enforcement agencies, as evidenced by Snyder. 

In claim 12, the system (10) of claim 11, further comprising buffer means (24 or 
30) for receiving said paging message from said receiver means {col. 4, lines 33-43}. 

In claims 13 and 14, said means for sending (34) further comprises command 
generation means (36) for constructing said specific command to be forwarded to said 
remotely located device {col. 5, lines 46-54}. 

In claims 15 and 16, said specific command is a trigger signal {col, 5, lines 55- 
col. 6, line 20}. 

In claims 17 and 18, said specific command is a command string as shown in 
figure 4 {col. 4, lines 28-33}. 

In claims 9, 10, 19 and 20, said message contents includes more than one of 
said allowed commands {col. 4, lines 54-67; col. 5, lines 50-53; col. 6, lines 15-18}. 

In claim 22, the system of claim 21, wherein said means for creating said paging 
response message includes sensing means for determining the state of said remotely 
located device {Snyder, col. 10, lines 51-67}. 
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In claim 24, the system of claim 11, wherein said response paging message 
includes a security challenge message {Snyder, col. 6, lines 26-30}. 

In claims 25 and 26, obviously, said response-paging message/status of the 
controlled device includes an indication of the success or failure of the execution of at 
least one of said specific commands to one of ordinary skill in the art. Any status 
response by the controlled device would clearly be an indication of success or failure of 
the execution of specific commands. 

In claim 27, clearly, said response paging message includes data collected by or 
from said remotely located device since the response includes the status of the 
controlled device. 

Claims 38-54 recites a method of practicing the system of claims 11-27 and 
therefore rejected for the same reasons. 

Claim 55 recites the claims limitations of claims 1-27 and therefore rejected for 
the same reasons. 

In claims 56 and 57, Moughanni et al in view of Snyder does not disclose a 
period of time that is a variable component of said received paging message wherein 
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said period of time is a predetermined minimum period of time for performance of said 
command by said remotely located device. However, these claim limitations are a 
matter of design choice in the control of a remotely located device and would have been 
obvious in the system of Moughanni et al to one of ordinary skill in the art. 

Moughanni et al teach of "remotely controlling thermostats, cars, television, and 
almost all household appliances which use electronic circuits for control" {col. 2, lines 
49-63}. Not only do Moughanni et al teach of turning on or off an appliance, but also 
teach of enabling and programming a thermostat and video recorder. By way of 
example, Moughanni et al teach of paging the thermostat of an owner's home by dialing 
in a first command to turn on the heater and dialing in a second command that specifies 
a temperature {lines 52-56}. Obviously, the thermostat can also be turned on and off at 
certain period of times. And obviously, the predetermined minimum period of time for 
performance of said command by any of the appliance/device as claimed, depends on 
what appliance/device is to be controlled. Further, the thermostat of an owners home 
may require to be turned on for several hours or the thermostat of an owners car may 
be turned on for several minutes. Therefore, at the time of the invention, it would have 
been a matter of design choice to have a predetermined minimum period of time for 
performance of said command by any of the appliance/device in the system of 
Moughanni et al, to one of ordinary skill in the art. 




• 



Application/Control Number: 09/245,101 
Art Unit: 2635 



Page 1 1 



Examiner Contact Information 



10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William L Bangachon whose telephone number is 703- 
305-2701 . The examiner can normally be reached on 4/4/10. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Horabik can be reached on 703-305-4704. The fax phone numbers 
for the organization where this application or proceeding is assigned is 703-872-9314 
for regular and After Final formal communications. The examiner's fax number is 703- 
746-6071 for informal communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
4700. 



William L Bangachon 

Examiner 

Art Unit 2635 



July 16, 2003 




HORABIK 



